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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 3/5/04 has been entered. 

Response to Amendment 

2. Applicant's amendment was received on 3/5/04, and has been entered and made of 
record. Currently, claims 1, 4, and 6-19 are pending. 

Response to Arguments 

3. Applicant's arguments filed 3/5/04 have been fully considered but they are not 
persuasive. 

In response to applicant's arguments regarding the rejection of claim i, which was cited 
in the Office action dated 9/5/03 as being anticipated by Hirata et al (U.S. Patent Number 
5,1 13,520), whereby applicant argues on pages 9-12 that Hirata fails to specifically teach of the 
now amended limitation that was formerly in dependent claim 3, which requires an output 
control unit for causing the output unit to output image data newly input from the image input 
unit under the maintained image forming conditions. 
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The examiner believes the main issue regarding the claim lies in the interpretation of the 
phrase "image data newly input". It is noted that "newly input" is not, in itself, clear as to exactly 
when data is being input. The image data can be newly input before printing is started, or the 
image data can be newly input before or after discarding of image data in the first memory. 

The applicant explains on page 1 1 that the image forming apparatus of claim 1 includes 
the ability to output image data newly input from the image input unit under the image forming 
conditions that are maintained in the second memory, even when the image data of the first 
memory is discarded. However, this feature is not clear as the claim is currently written. The 
examiner suggests clarifying this by possibly amending the limitation to read "output image data 
newly input from the image input unit after the discarding of image data from the first memory 
under the maintained image forming conditions. 

Given the uncertainty as to when the image data is "newly input", as noted above, the 
limitation in claim 1 can be interpreted as being anticipated by Hirata. Particularly, Hirata 
teaches of an output control unit for causing the output unit to output image data newly input 
from the image input unit under the maintained image forming conditions (column 4, lines 37 
through 57, wherein as seen in Fig. 3B, at step S260, when an execute print key is pressed, image 
data which was newly input by the image input unit, noted as the keyboard 10, is printed during 
the printing routine in step S290). 

Continuing, applicant argues on page 12 that Hirata does not teach that the key buffer 41 
is used to store image forming conditions. As read in column 2, lines 39 through 44 of Hirata, 
"key code data" is stored in the key buffer 41 . Further, as read in column 3, lines 36 through 40, 
a "key code data" corresponds to an operated key from the keyboard controller 20. Thus, the 
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"key code data" that is stored in the key buffer 41 can be interpreted as being image forming 
conditions since the image that is to be formed is based on the data that is stored in the buffer, 
thereby being an image forming condition. 

4. Therefore, the rejection of independent claim 1, as cited in the Office action dated 9/5/03, 
under .35 U.S.C. 102(b), being anticipated by Hirata et al, is maintained and repeated in this 
Office action. Further, for the same reasons discussed above, the rejection of independent claims 
16 and 19, as cited in the Office action dated 9/5/03, under 35 U.S.C. 102(b), being anticipated 
by Hirata et al, are also maintained and repeated in this Office action. Similarly, the rejection of 
independent claim 10, as cited in the Office action dated 9/5/03, under 35 U.S.C. 103(a), being 
unpatentable over Hirata et al in view of Hanamoto (U.S. Patent Number 5,152,001), is also 
maintained and repeated in this Office action. 

Claim Objections 

5. Claim 4 is objected to because of the following informalities: 

In claim 4, line 1 "claim 3" should read "claim 1", as claim 3 was canceled. 
Appropriate correction is required. 
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Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
- sale in this country, more than one year prior to the date of application for patent in the United States. 

7. Claims 1, 4, 9, and 16-19 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Hirata et al (U.S. Patent Number 5,1 13,520, cited in the Office action dated 9/5/03). 

Regarding claim 7, Hirata discloses an image forming apparatus, comprising a first 
memory for storing image data (print data memory 45, column 2, lines 49 through 55), an image 
input unit for inputting the image data to the first memory (column 1, lines 44 through 54, and 
column 3, line 57 through column 4, line 44), a second memory for storing image forming 
conditions (key buffer 41 , column 2, lines 39 through 44, column 2, lines 65 through 68, and 
column 3, lines 36 through 48), an image output unit for printing the image data stored in the 
first memory under the image forming conditions stored in the second memory (column 3, lines 
4 through 48, and column 6, lines 37 through 44), command unit for generating a command of 
discarding the image data being printed from the image output unit (cancel key 19, column 4, 
lines 50 through 64), an image data discarding controller (CPU 30) for discarding the image data 
stored in the first memory when the command of discarding the image data is generated by the 
command unit (column 2, lines 24 through 55, and column 4, lines 58 through 64), while 
maintaining the associated image forming conditions stored in the second memory (column 4, 
lines 50 through 64, and column 6, lines 37 through 51), a job stopping controller for stopping a 
print operation of a job being printed by the image output unit (being the job within the print 
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reservation memory 46, column 2, lines 39 through 56, column 4, lies 45 through 64, and column 
6, lines 29 through 51), and an output control means for causing the output unit to output image 
data newly input from the image input unit under the maintained image forming conditions 
(column 4, lines 37 through 57, wherein as seen in Fig. 3B, at step S260, when an execute print 
key impressed, image data which was newly input by the image input unit, noted as the keyboard 
10, is printed during the printing routine in step S290), wherein the command unit generates a 
command of discarding the image data of the job stopped by the job stopping controller (column 
2, lines 24 through 55, and column 4, lines 58 through 64), and wherein the image data 
discarding controller discards the image data of the job stopped by the job stopping controller 
and maintains the image forming conditions of the job (column 4, lines 50 through 64, and 
column 6, lines 37 through 51). 

Regarding claim 4, Hirata discloses the image forming apparatus discussed above in 
claim 1, and further teaches of means for changing the maintained image forming conditions 
(column 2, lines 1 1 through 68, and column 3, lines 20 through 56). 

Regarding claim 9, Hirata discloses the image forming apparatus discussed above in 
claim 1, and further teaches that the image output unit is a printer for printing an image on a 
paper based on the image data (column 3, lines 4 through 17). 

Regarding claim 16, Hirata discloses an image forming method, comprising storing 
image data in an image memory (print data memory 45, column 2, lines 49 through 55), storing 
image forming conditions for the image data in a memory (key buffer 41, column 2, lines 39 
through 44, column 2, lines 65 through 68, and column 3, lines 36 through 48), printing an image 
on a paper (column 3, lines 4 through 17), based on the image data stored in the image memory, 
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under the image forming conditions stored in the memory (column 3, lines 20 through 48, and 
column 6, lines 37 through 44), generating a command of discarding the image data whose 
image is being printed (cancel key 19, column 4, lines 50 through 64), stopping a print operation 
of the image data being printed and erasing the image data from the image memory in response 
to the. command, while maintaining the associated image forming conditions in the memory 
(column 4, lines 50 through 64, and column 6, lines 37 through 51), acquiring new image data 
and storing the new image data and storing the new image data in the image memory (column 5, 
line 54 through column 6, line 36), and printing a new image on a paper, based on the newly 
acquired image data, under the image forming conditions maintained in the memory (column 6, 
lines 37 through 51, whereby as seen in Fig. 3B, at step S260, when an execute print key is 
pressed, image data which was newly input by the image input unit, noted as the keyboard 10, is 
printed during the printing routine in step S290). 

Regarding claim 17, Hirata discloses the image forming method discussed above in claim 
16, and further teaches of the step of changing the maintained image forming conditions (column 
2, lines 1 1 through 68, and column 3, lines 20 through 56). 

Regarding claim 18, Hirata discloses the image forming method discussed above in claim 
16, and further teaches of the step of printing image data of another print job on a waiting list 
after the newly acquired image data has completely been printed (column 5, line 15 through 
column 6, line 51). 

Regarding claim 19, Hirata discloses an image forming apparatus, comprising a first 
memory for storing image data (print data memory 45, column 2, lines 49 through 55), a second 
memory for storing image forming conditions (key buffer 41, column 2, lines 39 through 44, 
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column 2, lines 65 through 68, and column 3, lines 36 through 48), an image output unit for 
printing the image data stored in a first memory under the image forming conditions stored in the 
second memory (column 3, lines 4 through 48, and column 6, lines 37 through 44), a command 
unit for generating a command of discarding the image data being printed from the image output 
unit (cancel key 19, column 4, lines 50 through 64), an image data discarding controller (CPU 
30) for discarding the image data stored in the first memory when the command of discarding the 
image data is generated by the command means (column 2, lines 24 through 55, and column 4, 
lines 58 through 64), while maintaining the associated image forming conditions stored in the 
second memory (column 4, lines 50 through 64, and column 6, lines 37 through 51), and a job 
stopping controller for stopping a print operation of a job being printed by the image output unit 
(being the job within the print reservation memory 46, column 2, lines 39 through 56, column 4, 
lies 45 through 64, and column 6, lines 29 through 5 1), wherein the command unit generates a 
command of discarding the image data of the job stopped by the job stopping controller (column 
2, lines 24 through 55, and column 4, lines 58 through 64), and wherein the image data 
discarding controller discards the image data of the job stopped by the job stopping controller 
and maintains the image forming conditions of the job (column 4, lines 50 through 64, and 
column 6, lines 37 through 51), an image input unit for inputting image data to the first memory 
(column 1, lines 44 through 54, and column 3, line 57 through column 4, line 44), and an output 
control unit for causing the output unit to output image data newly input from the image input 
unit under the maintained image forming conditions (column 4, lines 37 through 57), wherein the 
first memory stores a plurality of image data, and the output control means gives priority to the 
newly inputted image data to be printed under the maintained image forming conditions over the 
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rest of the image data (column 3, line 36 through column 4, line 57, whereby as seen in Fig. 3B, 
at step S260, when an execute print key is pressed, image data which was newly input by the 
image input unit, noted as the keyboard 10, is printed during the printing routine in step S290). 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. Claims 6-8, and 10-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hirata et al (US. Patent Number 5,113,520, cited in the Office action dated 9/5/03) in view of 
Hanamoto (U.S. Patent Number 5,152,001, cited in the Office action dated 9/5/03). 

Regarding claim 6 y Hirata discloses the image forming apparatus discussed above in 
claim 1, but fails to disclose expressly if the image input unit is an image reader for reading the 
image from the original and acquiring the image data, wherein the image output unit and the 
image reader operate independently. 

Hanamoto discloses an image forming apparatus, comprising a first memory for storing 
image data (electrical load 54, column 40 through 53), a second memory for storing image 
forming conditions (column 2, lines 20 through 38, and column 4, lines 48 through 57), an image 
output unit for printing the image data stored in the first memory under the image forming 
conditions stored in the second memory (column 3, lines 17 through 54), a command unit for 
generating a command of discarding the image data being printed from the image output unit 
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(column 4, lines 8 through 35), an image data discarding controller for discarding the image data 
stored in the first memory when the command of discarding the image data is generated by the 
command unit (column 4, lines 8 through 60), while maintaining the associated image forming 
conditions stored in the second memory (column 4, lines 8 through 35). Further, Hanamoto 
teaches that the image input unit is an image reader for reading the image from the original and 
acquiring the image data (column 3, lines 32 through 47), wherein the image output unit and the 
image reader operate independently (column 3, lines 17 through 47). 

Hirata & Hanamoto are combinable because they are in the same field of endeavor, as 
they both are systems that process input data, and they both print an image on paper as an output. 

At the time of the invention, it would have been obvious to a person of ordinary skill in 
the art to modify Hirata's system with the teachings of Hanamoto. 

The suggestion/motivation for doing so would have been that Hirata' s system would 
become more widely used, since image data would be able to be input through a scanner, as 
recognized by Hanamoto, therein allowing users to process more types of image data. 

Therefore, it would have been obvious to combine the teachings of Hanamoto with the 
system of Hirata to obtain the invention as specified in claim 6. 

Regarding claim 7, Hirata and Hanamoto disclose the image forming apparatus discussed 
above in claim 6, and Hanamoto further teaches that the image reader is reading another original, 
the command unit generates a command of suspending the reading operation, and at the same 
time, it generates a command of discarding the image data to be printed (column 3, line 32 
through column 4, line 60, and column 6, lines 8 through 57). 
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As discussed above, Hirata & Hanamoto are combinable because they are in the same 
field of endeavor, as they both are systems that process input data, and they both print an image 
on paper as an output. 

At the time of the invention, it would have been obvious to a person of ordinary skill in 
the art, to modify Hirata's system with the teachings of Hanamoto. 

The suggestion/motivation for doing so would have been that Hirata's system would 
become more widely used, since image data would be able to be input through a scanner, as 
recognized by Hanamoto, therein allowing users to process more types of image data. 

Therefore, it would have been obvious to combine the teachings of Hanamoto with the 
system of Hirata to obtain the invention as specified in claim 7. 

Regarding claim Hirata and Hanamoto disclose the image forming apparatus discussed 
above in claim 6, and Hanamoto further teaches that if the image reader is reading another 
original, the command unit generates a command of discarding the image data to be printed after 
the reading operation for another original has been completed (column 3, line 32 through column 
4, line 60, and column 6, lines 8 through 57). 

As discussed above, Hirata & Hanamoto are combinable because they are in the same 
field of endeavor, as they both are systems that process input data, and they both print an image 
on paper as an output. 

At the time of the invention, it would have been obvious to a person of ordinary skill in 
the art to modify Hirata's system with the teachings of Hanamoto. 
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The suggestion/motivation for doing so would have been that Hirata's system would 
become more widely used, since image data would be able to be input through a scanner, as 
recognized by Hanamoto, therein allowing users to process more types of image data. 

Therefore, it would have been obvious to combine the teachings of Hanamoto with the 
system of Hirata to obtain the invention as specified in claim 8. 

Regarding claim 10, Hirata discloses an image forming apparatus, comprising an image 
reader for acquiring image data of an original (column 1, lines 31 through 54), an image memory 
for storing image data acquired by the image reader (print data memory 45, column 2, lines 49 
through 55), a mode memory for storing image forming conditions selected for the acquired 
image data (key buffer 41 , column 2, lines 39 through 44, column 2, lines 65 through 68, and 
column 3, lines 36 through 48), a printer for printing an image on paper, based on the image data 
stored in the image memory, under the image forming conditions stored in the mode memory 
(column 3, lines 4 through 48, and column 6, lines 37 through 44), a command unit for 
generating a command of discarding the image data being printed by the printer (cancel key 19, 
column 4, lines 50 through 64), an image data discarding controller (CPU 30) for discarding the 
image data stored in the image memory when the command of discarding the image data is 
generated by the command unit (column 2, lines 24 through 55, and column 4, lines 58 through 
64), while maintaining the associated image forming conditions stored in the mode memory 
(column 4, lines 50 through 64, and column 6, lines 37 through 51), and a job stopping controller 
for stopping a print operation of a job being printed by the printer (being the job within the print 
reservation memory 46, column 2, lines 39 through 56, column 4, lines 45 through 64, and 
column 6, lines 29 through 51), wherein the command unit generates a command of discarding 
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the image data of the job stopped by the job stopping controller (column 2, lines 24 through 55, 
and column 4, lines 58 through 64), and wherein the image data discarding controller discards 
the image data of the job stopped by the job stopping controller and maintains the image forming 
conditions of the job (column 4, lines 50 through 64, and column 6, lines 37 through 51). 

However, Hirata fails to expressly disclose of an image reader for reading an original and 
acquiring image data of the original, and a print control unit for causing the printer to print 
another image data newly read by the image reader under the maintained image forming 
conditions in the mode memory. 

Hanamoto discloses an image forming apparatus, comprising an image reader for reading 
an original and acquiring, image data of an original (column 3, lines 17 through 54), a mode 
memory for storing image forming conditions selected for the acquired image data (read-write 
memory 55), a printer for printing an image on paper, based on the image data stored in the 
image memory, under the image forming conditions stored in the mode memory (column 3, line 
48 through column 4, line 35), a command unit for generating a command of discarding the 
image data being printed by the printer (column 4, lines 8 through 35), an image data discarding 
controller for discarding the image data stored in the image memory when the command of 
discarding the image data is generated by the command unit (column 4, lines 8 through 60), 
while maintaining the associated image forming conditions stored in the mode memory (column 
4, lines 8 through 35), and a print control unit for causing the printer to print another image data 
newly read by the image reader under the maintained image forming conditions in the mode 
memory (column 3, line 32 through column 4, line 60, and column 5, lines 24 through 63). 
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Hirata & Hanamoto are combinable because they are in the same field of endeavor, as 
they both are systems that process input data, and they both print an image on paper as an output. 

At the time of the invention, it would have been obvious to a person of ordinary skill in 
the art to modify Hirata' s system with the teachings of Hanamoto. 

The suggestion/motivation for doing so would have been that Hirata's system would 
become more widely used, since image data would be able to be input through a scanner, as 
recognized by Hanamoto, therein allowing users to process more types of image data. 

Therefore, it would have been obvious to combine the teachings of Hanamoto with the 
system of Hirata to obtain the invention as specified in claim 10. 

Regarding claim 11, Hirata and Hanamoto disclose the image forming apparatus 
discussed above in claim 10, and Hirata further teaches of a changing means for changing the 
maintained image forming conditions (column 2, lines 11 through 68, and column 3, lines 20 
through 56). 

Regarding claim 12, Hirata and Hanamoto disclose the image forming apparatus 
discussed above in claim 10, and Hirata further teaches that the image reader and the printer 
operate independently (column 1, lines 37 through 54), and the image memory stores image data 
for a plurality of jobs (column 2, lines 39 through 64, and column 5, lines 6 through 66). 

Regarding claim 13, Hirata and Hanamoto disclose the image forming apparatus 
discussed above in claim 12, and Hirata further teaches of a print control unit that gives priority 
to a new job for printing under the maintained forming conditions over the rest of the jobs on a 
waiting list (column 5, line 15 through column 6, line 28). 
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Regarding claim 14, Hirata and Hanamoto disclose the image forming apparatus 
discussed above in claim 12, and Hanamoto further teaches that if the image reader is reading 
another original, the command unit generates a command of suspending the reading operation, 
and at the same time, it generates a command of discarding the image data to be printed (column 
3, line 32 through column 4, line 60, and column 6, lines 8 through 57). 

As discussed above, Hirata & Hanamoto are combinable because they are in the same 
field of endeavor, as they both are systems that process input data, and they both print an image 
on paper as an output. 

At the time of the invention, it would have been obvious to a person of ordinary skill in 
the art to modify Hirata' s system with the teachings of Hanamoto. 

The suggestion/motivation for doing so would have been that Hirata 5 s system would 
become more widely used, since image data would be able to be input through a scanner, as 
recognized by Hanamoto, therein allowing users to process more types of image data. 

Therefore, it would have been obvious to combine the teachings of Hanamoto with the 
system of Hirata to obtain the invention as specified in claim 14. 

Regarding claim 75, Hirata and Hanamoto disclose the image forming apparatus 
discussed above in claim 12, and Hanamoto further teaches that if the image reader is reading 
another original, the command unit generates a command of discarding the image data to be 
printed after the reading operation for another original has been completed (column 3, line 32 
through column 4, line 60, and column 6, lines 8 through 57). 
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As discussed above, Hirata & Hanamoto are combinable because they are in the same 
field of endeavor, as they both are systems that process input data, and they both print an image 
on paper as an output. 

At the time of the invention, it would have been obvious to a person of ordinary skill in 
the art, to modify Hirata 5 s system with the teachings of Hanamoto. 

The suggestion/motivation for doing so would have been that Hirata's system would 
become more widely used, since image data would be able to be input through a scanner, as 
recognized by Hanamoto, therein allowing users to process more types of image data. 

Therefore, it would have been obvious to combine the teachings of Hanamoto with the 
system of Hirata to obtain the invention as specified in claim 15. 
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Conclusion 

1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joe Pokrzywa whose telephone number is (703) 305-0146. The 
examiner can normally be reached on Monday-Friday, 7:30-4:00. 

..If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward L. Coles can be reached on (703) 305-4712. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Joseph R. Pokrzywa 
Examiner 




